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PatentsPractice and procedureApplication to strike out part of state

ment of claim filed in Exchequer CourtWhether proceedings before

that Court must be confined to the claims in conflict before the Corn

missioner of PatentsPatent Act R.S.C 1952 203 45Exchequer

Court Act RS.C 1952 98 21

In proceedings before him concerning conflicting claims in respect of

patents for inventions relating to coloured television the Commissioner

of Patents awarded some of the claims to the plaintiff and the others to

the defendant Pursuant to 458 of the Patent Act R.S.C 1952

203 the plaintiff filed statement of claim in the Exchequer Court

in which it included claims other than those in conflict before the

Commissioner of Patents The defendant filed notice of motion to

strike out the parts of the statement of claim which were not confined

to the claims in conflict before the Commissioner The motion was

granted by the Exchequer Court The plaintiff appealed to this Court

Pp.ESENT Abbott Martland Ritchie Hall and Spence JJ
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Held The appeal should be dismissed
1966

Proceedings under 458 of the Patent Act are restricted to determma- Rio
tion of the respective rights of the parties in respect of the subject

COOL4TION

matter of the claims put in conflict by the Commissioner of Patents

Section 21 of the Exchequer Court Act R.S.C 1952 98 does not confer
CoRPORATION

upon the plaintiff the right to the relief which was sought by the DELAWARE

impugned parts of the statement of claim The conclusion which is to

be drawn from the legislative history of the provisions of the Patent

Act respecting conflicting applications is that although jurisdiction is

conferred upon the Exchequer Court by 21 of the Exchequer Court

Act in cases of conflicting applications for patent the right of party

involved in such conflict to attack the patent application of another

party is governed by 45 of the Patent Act and such party is

restricted to such rights as are conferred by that section

Brevet sProcedureRequŒtepour faire radier panic de Ia declaration

produite devant la Cour de lEchiquierLes procedures devant cette

Cour doivent-elles Œtre restreintes aux revendications qui sont en

con flit devant le Commissaire des BrevetsLoi cur lea Brevets

SR.C 1052 203 art 45Loi cur la Cour de lEchiquier B.RC

1952 98 art 21

Lors de procedures concernant des revendications en conflit au sujet de

brevets pour inventions se rapportant Ia tØlØvision en couleurs le

Commissaire des Brevets aecordØ certaines des revendications Ia

demanderesse et les autres la dØfenderesse En vertu de lart 458
de la Loi sun les Brevets S.R.C 1952 203 la demanderesse produit

une declaration devant Ia Cour de lEchiquier dans laquelle elle

inclus dautres revendications que celles qui Øtaient en conflit devant le

Commissaire des Brevets La dØfenderesse prØsentØ une requŒte pour

faire radier lea parties de la declaration qui nØtaient pas restreintes aux

revendications en conflit devant le Commissaire La requŒte ØtØ

accordØe par Ia Cour de lEchiquier La demanderesse en appela devant

cette Cour

Arrdt Lappel doit Œtre rejetØ

Lea procedures sous le rØgime de Iart 458 de Ia Loi cur lea Brevets sont

limitØes la determination des droits respectifs des parties relative.

ment Ia matiŁre en litige des revendications qui ont ØtØ mises en

conflit par le Commissaire des Brevets

Lart 21 de Ia Loi cur la Cour de lEchiquier S.R.C 1952 98 ne donne

pas la demanderesse le droit au recours quelle recherchØ par les

parties de la declaration qui sont attaquØes La conclusion que lon doit

tirer de lhistorique lØgislatif des dispositions de Ia Loi cur lea Brevets

concernant lea demandes en conflit est Ieffet que quoique lart 21 de

Ia Loi sur la Cour de lEchiquier confØre Ia Cour de lEchiquier Ia

juridiction dans lea cas de demandes pour brevets qui sont en conflit le

droit de Ia partie engagØe dana un tel conflit dattaquer Ia demande de

brevets dune autre partie eat gouvernØ par Iart 45 de la Loi cur les

927046
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1966 Brevets et cette partie est restreinte aux seuls droits qui sont confØrØs

par cet article

CORPORATION

AIERICA APPEL un jugement du President Jackett de la Cour

pj de lEchiquier du Canada1 radiant certains paragraphes de

WE la declaration Appel rejetØ

APPEAL from judgment of Jackett of the Ex
chequer Court of Canada1 striking out certain paragraphs

of the statement of claim Appeal dismissed

Christopher Robinson Q.C and Russell Smart for

the plaintiff appellant

David Watson and Edwin Foster for the defendant

respondent

The judgment of the Court was delivered by

MARTLAND This appeal is from judgment of the

learned President of the Exchequer Court which upon

motion brought by the respondent struck out paragraphs

10 to 19 inclusive of the appellants amended statement of

claim and also paragraph of the prayer of that state

ment of claim The question in issue on the appeal involves

the interpretation of 45 of the Patent Act R.S.C 1952

203 and of 21 of the Exchequer Court Act R.S.C

1952 98

The action was brought by the appellant as plaintiff

against the respondent as defendant following decision

of the Commissioner of Patents dated December 13 1963

in conflict between patent application Serial Number

606877 filed on October 17 1950 by Hansell as

inventor and assigned to the appellant and patent applica

tion Serial Number 609764 filed on December 29 1950 by

Wilson Boothroyd and Edgar Creamer and assigned

to the respondent The former is entitled Color Trans

mission System and the latter Electrical Intelligence

Transmission System

Section 45 of the Patent Act which is headed CON
FLICTING APPLICATIONS provides as follows

Ex C.R 197
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45 Conflict between two or more pending applications exists 1966

when each of them contains one or more claims defining substan- R4tDI0

tially the same invention or
Coit 0tATTON

when one or more claims of one application describe the invention

disclosed in the other application
CosPoMnoN

When the Commissioner has before him two or more such DELAwAap

applications he shall notify each of the applicants of the apparent conflict Maid
and transmit to each of them copy of the conflicting claims together with

copy of this section the Commissioner shall give to each applicant the

opportunity of inserting the same or similar claims in his application within

specified time

Where each of two or more of such completed applications

contains one or more claims describing as new and claims an exclusive

property or privilege in things or combinations so nearly identical that in

the opinion of the Commissioner separate patents to different patentees

should not be granted the Commissioner shall forthwith notify each of the

applicants to that effect

Each of the applicants within time to be fixed by the

Commissioner shall either avoid the conflict by the amendment or

cancellation of the conificting claim or claims or if unable to make such

claims owing to knowledge of prior art may submit to the Commissioner

such prior art alleged to anticipate the claims thereupon each application

shall be re-examined with reference to such prior art and the Commis
sioner shall decide if the subject matter of such claims is patentable

Where the subject matter is found to be patentable and the

conflicting claims are retained in the applications the Commissioner shall

require each applicant to file in the Patent Office in sealed envelope duly

endorsed within time specified by him an affidavit of the record of the

invention the affidavit shall declare

the date at which the idea of the invention described in the

conflicting claims was conceived

the date upon which the first drawing of the invention was made
the date when and the mode in which the first written or verbal

disclosure of the invention was made and

ci the dates and nature of the successive steps subsequently taken by

the inventor to develop and perfect the said invention from time

to time up to the date of the filing of the application for patent

No envelope containing any such affidavit as aforesaid shall be

opened nor shall the affidavit be permitted to be inspected unless there

continues to be conflict between two or more applicants in which even
all the envelopes shall be opened at the same time by the Commissioner in

the presence of the Assistant Commissioner or an examiner as witness

thereto and the date of such opening shall be endorsed upon the affidavits

The Commissioner after examining the facts stated in the

affidavits shall determine which of the applicants is the prior inventor to

whom he will allow the claims in conflict and shall forward to each

applicant copy of his decision copy of each affidavit shall be
transmitted to the several applicants

9270464
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1966 The claims in conflict shall be rejected or allowed accordingly

unless within time to be fixed by the Commissioner and notified to the

CORPORATION several applicants one of them commences proceedings in the Exchequer

OF AMERICA Court for the determination of their respective rights in which event the

PHo Commissioner shall suspend further action on the applications in conflict

CORPORATION until in such action it has been determined eitherDAw
that there is in fact no conflict between the claims question

MartlandJ
that none of the applicants is entitled to the issue of patent

containing the claims in conflict as applied for by him

that patent or patents including substitute claims approved by

the Court may issue to one or more of the applicants or

that one of the applicants is entitled as against the others to the

issue of patent including the claims in conflict as applied for by

him

The Commissioner shall upon the request of any of the parties to

proceeding under this section transmit to the Exchequer Court the

papers on file in the Patent Office relating to the applications in conflict

On September 18 1961 the Commissioner notified the

appellant and the respondent of conflict between the two

applications in respect of 12 claims which he designated Cl

to C12 Affidavits were filed by the parties pursuant to

subs of 45 and after considering these the Com

missioner pursuant to subs awarded claims Cl to C4

to the appellant and claims CS to C12 to the respondent

Pursuant to subs the appellant filed statement of

claim in the Exchequer Court on March 12 1964 claiming

entitlement to claims C5 to C12 On April the respondent

filed statement of defence and counterclaim claiming

entitlement to claims Cl to C4

On November 23 1964 the appellant filed an amended

statement of claim which added additional paragraphs 10

-to 19 inclusive and new prayer

On January 25 1965 the respondent filed notice of

motion to strike out the amendments This motion was

successful save as to paragraph 18 as to which there no

cross-appeal and which is no longer in issue before this

Court

The amendments to the statement of claim now in issue

attacked 78 of the claims in the respondents application in

addit1on to those which the Commissioner had designated

as Cl to C12 Of these 78 claims it was alleged that 21 were
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claims to subject matter disclosed in the appellants ap
plication that 30 were identical with claims in patents

RADIo

CoRPoItTIoN

already granted to the appellant that 17 were claims to OF AMERICk

subject matter disclosed in patents already granted to the ico

appellant and that 10 were claims to subject matter known

by one Sziklai before any invention by Boothroyd the MaDd
respondents inventor and disclosed to the public and to

the respondent before the respondents application was

filed

The point which is in issue on this appeal is as to

whether the appellant had the right in proceedings taken

pursuant to 458 to attack claims contained in the

respondents application in relation to which no conflict

had been found by the Commissioner

On behalf of the appellant it was contended that the

possibility of such an attack being made was contemplated

by the terms of 45 standing by itself but that in any

event such proceedings were authorized by 21 of the

Exchequer Court Act

At the conclusion of the argument for the appellant we

stated our unanimous opinion that the first contention

could not be successfully maintained We were in agree

ment with the learned President who stated his position in

the following words

In these circumstances the question is whether the very special

provision impliedly made by subsection of section 45 for proceedings in

this Court to determine the respective rights of the parties whose

applications are in conflict is restricted to the respective rights in respect of

the claims in conflict as dealt with by the Commissioner or whether that

very special provision opens the door to an attack by either of the

applicants on any of the claims set out in the other partys application no

matter what the basis for that attack may be and no matter how remote

such claims may be from the subject matter of the claims put in conifict by

the Commissioner

am of opinion that proceedings under section 458 are restricted to

determination of the respective rights of the parties in respect of the

subject matter of the claims put in conflict by the Commissioner Giving

the best consideration that can to section 45 as whole and reading it in

relation to the other provisions of the Act cannot read subsection as

applying to anything except the claims that have been dealt with pursuant

to subsections to inclusive
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1966 turn now to consider the effect of 21 of the Ex
RADIo chequer Court Act which it was submitted permitted the

CoaPolwnoN
AMERICA course taken by the appellant by its amendment to the

PHILcO statement of claim That section provides
CORPORATIONDwA 21 The Exchequer Court has jurisdiction as well between subject and

subject as otherwise

Martland
in all cases of conflicting applications for any patent of invention

or for the registration of any copyright trade mark or industrial

design

in all cases in which it is sought to impeach or annul any patent of

invention or to have any entry in any register of copyrights trade

marks or industrial designs made expunged varied or rectified

and

in all other cases in which remedy is sought under the authority

of any Act of the Parliament of Canada or at common law or in

equity respecting any patent of invention copyright trade mark

or industrial design

Dealing with this issue the learned President stated

While recognize that the jurisdiction conferred on this Court by

section 21 of the Exchequer Court Act R.SC 1952 chapter 98 may not

extend to such parts of paragraphs 11 to 17 as do not form the basis for

claim in respect of conflicting applications am of opinion that what

have to decide is not to be determined by reference to that section In my

view section 21 confers jurisdiction on the Court where right to relief

exists in the classes of cases therein defined by virtue of some other

statutory provision at common law or in equity Unlike section 181c
section 21 does not create right to relief as well as confer jurisdiction on

the Court In addition to the jurisdiction conferred by section 21 the

Court has jurisdiction wherever some statutory provision expressly imposes

on the Court duty to hear and determine some claim for relief in classes

of cases not covered by section 21 Applications for patents of invention are

creatures of the Patent Act No right to obtain relief from Court in

respect thereto exists except where such right has been conferred expressly

or impliedly by some statute and as far as am aware the only statute

that deals with such applications is the Patent Act itself The only

provision in the Patent Act upon which the plaintiff has attempted to

found the claims for relief contemplated by paragraphs 11 to 17 is section

45 In my view those paragraphs must be struck out unless section 45

confers on the plaintiff right to seek the relief contemplated thereby in

this Court

In contending that 21 conferred upon the appellant the

right to the relief which was sought by the amended

statement of claim reference was made by counsel to the

case of Hutchins Car Roofing Company and Frame
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Burnett That was an application to stay proceedings

before the Exchequer Court respecting conflicting applica- RADIO

CORPORATION
tions for patent The plaintiff in those proceedings had OFAMERICA

sued for declaration that the plaintiff Frame was the first PHILCO

and true inventor and for an order requiring the issue of

letters patent to the plaintiffs The defendant sought MaindJ
stay alleging that he had already named an arbitrator so

that the issue of conflict might be determined by arbitra

tion in accordance with 20 of the Patent Act R.S.C

1906 69

That section which was headed CONFLICTING

APPLICATIONS provided that in the case of conflicting

applications for any patent the same should be submitted

to the arbitration of three skilled persons two to be chosen

by the applicants and one to be chosen by the Commis
sioner majority decision of the arbitrators was declared

final No reference was made in this section to the Ex
chequer Court

The predecessor of this section is to be found in 43 of

Chapter 26 35 Vict 1872 That section preceded the

enactment in of Chapter 26 54-55 Vict 1891 of the

section which is now 21 of the Exchequer Court Act

The application for stay was refused Cassels holding

that the Exchequer Court had jurisdiction under 23 of

the Exchequer Court Act R.S.C 1906 140 the pre
decessor of the present 21 to determine the matter

notwithstanding the proceedings pending for arbitration

under the Patent Act

When an appeal was launched to this Court2 the plain

tiffs sought to quash the appeal on the grounds of lack of

jurisdiction It was held an appeal would lie There is no

report of any later decision by this Court on the merits

few years after the decision of Cassels and presum

ably to meet the difficulty created by the possible existence

of two distinct procedures for dealing with conflicting ap
plications for patent Parliament when it enacted the

19i6 16 Ex C.R 391

1917 54 S.C.R 6i0 36 D.L.R 45
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Patent Act Chapter 23 Statutes of Canada 1923 added to

RADIo 22 formerly 20 R.S.C 1906 69 new subs
CoRPoIrIoN

AMERICA which provided as follows

PrnLco If prior to such time as may be fixed by the Commissioner for the

C0RP0sATI0N appointment of arbitrators or allowed by him to enable the conflicting

DELAWARE
applicants to unite in appointing arbitrators any one of the conflicting

Martland applicants takes proceedings in the Exchequer Court for the determina

tion of the conflict no further proceedings shall be taken thereon under

this section and the said Court shall have exclusive jurisdiction in the

premises but no such proceedings shall be taken in the Exchequer Court

after the expiration of such time

This subsection recognized the jurisdiction of the Ex

chequer Court with respect to conflicting applications for

patents but limited the period during which it might be

exercised It continued in effect as subs of 22 of the

Patent Act R.S.C 1927 150

In 1932 22 was repealed The procedure by way of

arbitration was replaced by the method of dealing with

conflicting applications which now appears in 45 of the

present Act The change was effected by Chapter 21 Stat

utes of Canada 1932

The important point is however that since 1923 Par

liament has made it clear in the provisions of the various

Patent Acts that notwithstanding the jurisdiction con

ferred by the Exchequer Court Act upon the Exchequer

Court to deal with conflicting patent applications the right

to seek redress in that Court by an applicant is governed

and limited by the provisions of the Patent Act respecting

conflicting applications The conclusion which draw from

the legislative history of the provisions of the Patent Act

respecting conflicting applications is that although juris

diction is conferred upon the Exchequer Court by 21 of

the Exchequer Court Act in cases of conflicting applications

for patent the right of party involved in such conflict

to attack the patent application of another party is gov

erned by 45 and such party is restricted to such rights as

are conferred by that section As previously stated it is the

opinion of this Court that proceedings under subs of
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that section are limited to the subject matter of the claims

found to be in conflict by the Commissioner RADIo
CORPORATION

In my opinion therefore this appeal should be dismissed AMERICA

with costs co
Appeal dismissed with costs CoRPoRATIoN

DELAWARE

Solicitors for the plaintiff appellant Smart Biggar Mariid

Ottawa

Solicitors for the defendant respondent Gowling Mac

Tavish Osborne Henderson Ottawa


